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Input Field Entered

SERIAL NUMBER 85431897

LAW OFFICE ASSIGNED LAW OFFICE 107

MARK SECTION

MARK GATSBY SALON

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

OFFICE ACTION RESPONSE GATSBY SALON Applicant, the Gatsby, Inc., makes the following response to this Office Action issued in
connection with Serial No. 85431897 for the Gatsby Salon Mark. I. BACKGROUND The Gatsby, Inc. (?Gatsby Salon?) operates a luxury
beauty salon located in Green Brook, New Jersey https://gatsbysalon.com/. A copy of the home pages of the referenced website is attached as
Exhibit 1. Gatsby Salon was established in 1976 by Daniel Gianfrancesco. When he passed away in 1998, his wife Gayle Giacomo took over
the business and has been continuously running the business. The Gatsby Salon provides a full array of salon services, offering hair design
services, hair cutting and styling, sophisticated hair coloring services, manicures and pedicures, and waxing, among other services. In addition,
as many such full service salons, the Gatsby Salon offers makeup application services for weddings and other special events. The Gatsby Salon
was the subject of a television show on the Style Network entitled ?Jerseylicious?. Although the Gatsby Salon had been using its trademark for
many years, Gatsby Salon filed a federal trademark registration for ?Gatsby Salon?, Serial No. 85431897 (?Salon Application?) on September
26, 2011. The Salon Application was filed in Class 44 with the following service description: Hair salon services; hair cutting services; nail
care services; pedicure services; body waxing services; makeup application services; consultation services in the field of makeup application;
eyebrow threading services.? On September 11, 2012, the Examining Attorney issued a Suspension Notice with regard to the Salon
Application, in light of a prior application for ?GG Gatsby?, Application Serial No. 85424959. (?GG Gatsby Application?) The GG Gatsby
Application was later abandoned on October 15, 2015. On April 6, 2016, after the abandonment of the GG Gatsby Application, the Examining
Attorney issued a Final Action removing the Salon Application from suspension. However, the Examining Attorney affirmed the denial of
registration of the ?Salon Registration? under Section 2(d), claiming a likelihood of confusion between the Salon Application and two
previously registered marks. Those two previously registered marks are: ? Trademark Registration No. 2340526. This registration is owned by
Mandom Corporation in Class 3 for certain hair and skin products (?Mandom Registration?); and ? Trademark Registration No. 3735513. This
registration is owned by Komodidad Distributors, Inc. in Class 35 for the trademark ?Gatsby? (?Gatsby Registration?). The website is based in
Puerto Rico and Komodidad distributes products in Puerto Rico and Venezula. Gatsby is an online website for retail services for clothing
under the following services description: Retail services in the nature of merchandise distribution centers accessible to registered customers
featuring articles of clothing, shoes, handbags, fashion and leather accessories, costume jewelry and cosmetics; retail store services featuring
articles of clothing, shoes, handbags, fashion and leather accessories, costume jewelry and cosmetics. That website is located at
http://www.shopgatsby.com/. A copy of the home pages of the referenced website is attached as Exhibit 2. II. CONSENT DECREE WITH
MANDOM CORPORATION The Examiner first rejected the Salon Application in light of the Mandom Registration. (Registration No.
2340526) Gatsby Salon has disputed that there is a likelihood of confusion between the Gatsby Salon Application and the Mandom
Registration in light of the differences in the classes of goods and services (Class 3 vs. Class 44), the difference in the marketplace for those
services (one location salon vs. website) and the appearance of the marks. However, in the interest of avoiding concerns of a conflict between
the competing marks, Gatsby Salon and Mandom have entered into a consent agreement which is attached as Exhibit 3. In that Consent
Agreement, Mandom agrees that the Salon Application and the Mandom Registration are not likely to be confused. Mandom then consents to
the registration of the Salon Application, subject to certain limitations on use by Gatsby Salon, upon an amendment to the description of goods
and services as described in the Consent Agreement. An executed coexistence agreement between an applicant and the owner of a cited
registration filed in response to a refusal to register under Section 2(d) is persuasive evidence of no likelihood of confusion. See, e.g., In re E.I.
DuPont DeNemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563, (C.C.P.A. 1973); In re Donnay International, Societe Anonyme, 31 U.S.P.Q.2d
1953, 1994 WL 515456 (T.T.A.B. 1994). Clorox Co. v. Sterling Winthrop, Inc., 117 F.3d 50, 43 U.S.P.Q.2d 1161, 1997 WL 349899 (2nd Cir.
1997). (Coexistence agreements are valid and favored under the law.); In re Loew's Theatres, Inc., 197 U.S.P.Q. 183, 186, 1977 WL 22634



(T.T.A.B. 1977) (A consent to registration and each party?s agreement to remain clear of each other's marketing and trade channels are
?weighty evidence? that there is no likelihood of confusion, mistake or deception of purchasers.) In light of the filing of the Consent
Agreement, Gatsby Salon asks the Examining Attorney to reverse the likelihood of confusion finding with regard to the Mandom Registration.
III. COMPARISON OF THE GATSBY REGISTRATION AND THE SALON APPLICATION SHOWS THERE IS NO LIKELIHOOD OF
CONFUSION. The Examiner also rejected the Salon Application under Section 2 (d) based upon a likelihood of confusion between the Gatsby
Registration and the Salon Application. As the Examiner correctly notes, the standard for determining likelihood of confusion between two
trademarks is detailed in Dupont, 476 F.2d at 1361. There is no mechanical test for determining likelihood of confusion, and ?each case must
be decided on its own facts.? Id. In Dupont, the court listed a series of 13 criteria for examining attorneys to consider when determining
whether two similar marks may coexist on the Register. Id. The Court does not consider these factors in isolation; rather, it examines them ?in
the context of the marks as a whole as they are encountered by consumers in the marketplace.? Beer Nuts, Inc. v. Clover Club Foods Co., 805
F.2d 920, 925, 231 U.S.P.Q. 913 (10th Circ. 1986); Sally Beauty Company, Inc. v. Beautyco, Inc., 304 F.3d 964, 972, 64 U.S.P.Q.2d 1321,
2002 WL 2005902 (10th Cir. 2002); King of the Mountain Sports, Inc. v. Chrysler Corp., 185 F.3d 1084, 1090, 51 U.S.P.Q.2d 1349, 1999 WL
527486 (10th Cir. 1999). In the Office Action, the Examining Attorney concluded that the two most relevant DuPont factors related to the
current Salon Application are (a) the similarities of the Applied for Mark and the Registered Mark in their appearance, sound, connotation and
commercial impression and; (b) The goods and/or services are related in some manner; For the reasons set forth below, the evidence and case
law demonstrate that there is not a likelihood of confusion between the Salon Application and the Gatsby Registration and that the two can
coexist on the Principal Register. A. The Salon Application and the Gatsby Registration are distinguishable in appearance and commercial
impression. The first basis cited by the Examining Attorney for refusal to register the Salon Application in light of the Gatsby Registration is
that the two marks ?Gatsby Salon? vs. ?Gatsby? are sufficiently similar in appearance to create a similar commercial impression. The
Examining Attorney concluded that the only difference between the Gatsby Salon mark and Gatsby Registration is the addition of the
descriptive term ?SALON?. In looking at a likelihood of confusion between marks, the examiner is required to consider the differences in: (1)
sight, (2) sound, and (3) meaning of each mark. Beer Nuts, 805 F.2d at 925; USA Network v. Gannett Co.., 584 F. Supp. 195, 199, 223
U.S.P.Q. 678 (D. Colo. 1984). Each mark should be considered in its entirety as it is encountered in the marketplace. Beer Nuts, 805 F.2d at
925. It is correct that the Salon Application and the Registered Mark are similar in that they both include the word ?Gatsby?. However, both
the courts and the TTAB have concluded that even though two trademarks have some visual similarities, there is not a likelihood of confusion
between the marks. That is true even in cases where there are very subtle distinctions between marks. For instance, in the case of The Nautilus
Group, Inc. vs. Savvier, Inc., 427 F. Supp.2d 990, 79 U.S. P.Q.2d 1850, 2006 WL 1016218 (W.D. Wash. 2006), Nautilus owned the trademark
Bowflex for exercise equipment. Id. at 992. Savvier was the exclusive licensee of the mark Bodyflex. Id. Nautilus sued claiming there was a
likelihood of confusion between the two marks. Id. at 994. The court noted that the greatest similarity between the two names was the spelling
because both started with ?bo? and ended with ?flex.? Id. at 996. Nevertheless, the court held there was not a likelihood of confusion even
though there was only a two letter difference between the Bowflex Mark and the Bodyflex Mark, and even though both were used in the
context of exercise equipment. Id. at 999. In this case, the Gatsby Registration and the Salon Application differ in that the ?Gatsby Salon?
mark is a multi- word mark, as opposed to a single word mark. Multi word marks should be viewed in their whole and not as mere
components. See, California Cooler, Inc. vs. Loretto Winery, Ltd., 774 F.2d 1451, 1455, 227 U.S.P.Q. 808, (9th Cir. 1985). Likewise, based
upon the analysis in the case of In re Conti, 220 U.S.P.Q. 745, 1983 WL 51893 (T.T.A.B. 1983) the marks are distinguishable. In Conti, the
TTAB held that ?Shear Perfection? for a beauty salon would not be confused with ?Sheer Performance? for leg makeup even though the only
difference between the two marks was one letter. Id. at *1. That one letter difference changed the commercial impression of the marks because
?shear? suggested a hair salon, while sheer suggested light. Id. Finally, a review of the prosecution history of the trademark registration for
?Globe Salon?, U.S. Registration No. 2813439 (?Globe Salon Proceeding?) is directly on point and shows that the Gatsby Registration and the
Salon Application are distinguishable in sight, sound and meaning. A copy of a portion of the pleadings from the Globe Salon Proceeding are
attached as Exhibit 4. In the Globe Salon proceeding, the applicant applied for a trademark for ?Globe Salon? in Class 42. Another company
had previously received a registration in Class 3 for ?Globe? for men?s toiletries. The Examining Attorney initially refused registration of the
?Globe Salon? application, finding a likelihood of confusion between the Cited Mark for ?Globe? in the sale of cosmetic goods in Class 3 and
the applied for mark ?Globe Salon? in Class 42. However, upon filing its response to the Office Action, the applicant was able to overcome the
initial finding of likelihood of confusion in light of the fact that when comparing the ?Globe? registration and the ?Globe Salon? application
there was a difference in sight, sound and meaning. The Applicant emphasized that Globe had a meaning of strength, while the word Salon had
a meaning of a place to go to be taken care of. Therefore, the Applicant argued that the addition of the use Salon in addition to Globe was
sufficient to overcome the concerns regarding the similarity of the marks. The exact same reasoning applies in this case. The word ?Gatsby?
suggests the male character from F. Scott Fitzgerald?s novel, The Great Gatsby. However, by adding the word ?Salon? to the word ?Gatsby?,
the commercial impression completely changes since the emphasis is now on the location to go for relaxation services. For these same reasons,
Gatsby Salon asks the examiner to find that there are sufficient differences between the Gatsby Registration and the Salon Application to avoid
a likelihood of confusion. B. A Comparison Of The Descriptions of Services Between the Salon Application And the Gatsby Registration In
addition to its finding of a similarity between the Salon Application and the Gatsby Registration, the Examiner also concluded that there is a
likelihood of confusion because the goods and services because they are related in some manner and/or the conditions surrounding their
marketing are such that they would be encountered by the same purchasers under circumstances that would give rise to the mistaken belief that
the goods and/or services come from a common source. Specifically, the examiner noted that personal care services (such as those identified
by the Applicant) are frequently offered under the same mark, and in the same channels of trade as personal care products and retail stores such
as those specified in the cited registrations. However, the Gatsby Registration is in Class 35 for a website for: Retail services in the nature of
merchandise distribution centers accessible to registered customers featuring articles of clothing, shoes, handbags, fashion and leather
accessories, costume jewelry and cosmetics; retail store services featuring articles of clothing, shoes, handbags, fashion and leather
accessories, costume jewelry and cosmetics. Apparently, the examiner found the services to be related because of the reference to cosmetics in



the Gatsby Registration. However, a visit to the website for the Gatsby Registration shows that Gatsby is selling clothing, shoes and
accessories on its website. See, http://www.shopgatsby.com/. The only similarity between the services offered under the two competing marks
is that ?Gatsby Salon? offers makeup application services, while the ?Gatsby? website mark includes the word ?cosmetics?. However, as can
be seen at the Gatsby website, although the registration includes cosmetics, there is no mention of cosmetics on the website. Ultimately, it is
extremely unlikely that a consumer would be confused between a Gatsby branded website based in Puerto Rico and a New Jersey hair salon.
As noted in the Globe Salon Proceeding by the Applicant, customers for hair salon services such as those offered by the Gatsby Salon are
sophisticated consumers as they take great care in the selection and care of beauty services. The decision of choosing a hair salon is very local
and very personal. In light of the importance of an individual?s salon choice, consumers are simply not going to be confused between the
Gatsby Salon and the Gatsby clothing website. For these reasons, Applicant respectfully requests that the Examining Attorney approve the
Applied for Mark for ?Gatsby Salon? publication in the Official Gazette.
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GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL CLASS 044

DESCRIPTION

hair salon services; hair cutting services; nail care services; pedicure services; body waxing services; makeup application services; consultation
services in the field of makeup application; eyebrow threading services

FILING BASIS Section 1(a)

        FIRST USE ANYWHERE DATE At least as early as 03/00/1977

        FIRST USE IN COMMERCE DATE At least as early as 03/00/1977

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 044

TRACKED TEXT DESCRIPTION

hair salon services; hair cutting services; nail care services; pedicure services; body waxing services; makeup application services; consultation
services in the field of makeup application; eyebrow threading services; the foregoing specifically excluding services provided from a location
outside the State of New Jersey.

FINAL DESCRIPTION

hair salon services; hair cutting services; nail care services; pedicure services; body waxing services; makeup application services; consultation
services in the field of makeup application; eyebrow threading services; the foregoing specifically excluding services provided from a location
outside the State of New Jersey.

FILING BASIS Section 1(a)

       FIRST USE ANYWHERE DATE At least as early as 03/00/1977

       FIRST USE IN COMMERCE DATE At least as early as 03/00/1977
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DATE SIGNED 10/06/2016
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CONCURRENT APPEAL NOTICE FILED NO
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85431897 GATSBY SALON(Standard Characters, see ) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

OFFICE ACTION RESPONSE GATSBY SALON Applicant, the Gatsby, Inc., makes the following response to this Office Action issued in
connection with Serial No. 85431897 for the Gatsby Salon Mark. I. BACKGROUND The Gatsby, Inc. (?Gatsby Salon?) operates a luxury
beauty salon located in Green Brook, New Jersey https://gatsbysalon.com/. A copy of the home pages of the referenced website is attached as
Exhibit 1. Gatsby Salon was established in 1976 by Daniel Gianfrancesco. When he passed away in 1998, his wife Gayle Giacomo took over the
business and has been continuously running the business. The Gatsby Salon provides a full array of salon services, offering hair design services,
hair cutting and styling, sophisticated hair coloring services, manicures and pedicures, and waxing, among other services. In addition, as many
such full service salons, the Gatsby Salon offers makeup application services for weddings and other special events. The Gatsby Salon was the
subject of a television show on the Style Network entitled ?Jerseylicious?. Although the Gatsby Salon had been using its trademark for many
years, Gatsby Salon filed a federal trademark registration for ?Gatsby Salon?, Serial No. 85431897 (?Salon Application?) on September 26,
2011. The Salon Application was filed in Class 44 with the following service description: Hair salon services; hair cutting services; nail care
services; pedicure services; body waxing services; makeup application services; consultation services in the field of makeup application; eyebrow
threading services.? On September 11, 2012, the Examining Attorney issued a Suspension Notice with regard to the Salon Application, in light of
a prior application for ?GG Gatsby?, Application Serial No. 85424959. (?GG Gatsby Application?) The GG Gatsby Application was later
abandoned on October 15, 2015. On April 6, 2016, after the abandonment of the GG Gatsby Application, the Examining Attorney issued a Final
Action removing the Salon Application from suspension. However, the Examining Attorney affirmed the denial of registration of the ?Salon
Registration? under Section 2(d), claiming a likelihood of confusion between the Salon Application and two previously registered marks. Those
two previously registered marks are: ? Trademark Registration No. 2340526. This registration is owned by Mandom Corporation in Class 3 for
certain hair and skin products (?Mandom Registration?); and ? Trademark Registration No. 3735513. This registration is owned by Komodidad
Distributors, Inc. in Class 35 for the trademark ?Gatsby? (?Gatsby Registration?). The website is based in Puerto Rico and Komodidad distributes
products in Puerto Rico and Venezula. Gatsby is an online website for retail services for clothing under the following services description: Retail
services in the nature of merchandise distribution centers accessible to registered customers featuring articles of clothing, shoes, handbags,
fashion and leather accessories, costume jewelry and cosmetics; retail store services featuring articles of clothing, shoes, handbags, fashion and
leather accessories, costume jewelry and cosmetics. That website is located at http://www.shopgatsby.com/. A copy of the home pages of the
referenced website is attached as Exhibit 2. II. CONSENT DECREE WITH MANDOM CORPORATION The Examiner first rejected the Salon
Application in light of the Mandom Registration. (Registration No. 2340526) Gatsby Salon has disputed that there is a likelihood of confusion
between the Gatsby Salon Application and the Mandom Registration in light of the differences in the classes of goods and services (Class 3 vs.
Class 44), the difference in the marketplace for those services (one location salon vs. website) and the appearance of the marks. However, in the
interest of avoiding concerns of a conflict between the competing marks, Gatsby Salon and Mandom have entered into a consent agreement
which is attached as Exhibit 3. In that Consent Agreement, Mandom agrees that the Salon Application and the Mandom Registration are not
likely to be confused. Mandom then consents to the registration of the Salon Application, subject to certain limitations on use by Gatsby Salon,
upon an amendment to the description of goods and services as described in the Consent Agreement. An executed coexistence agreement
between an applicant and the owner of a cited registration filed in response to a refusal to register under Section 2(d) is persuasive evidence of no
likelihood of confusion. See, e.g., In re E.I. DuPont DeNemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563, (C.C.P.A. 1973); In re Donnay
International, Societe Anonyme, 31 U.S.P.Q.2d 1953, 1994 WL 515456 (T.T.A.B. 1994). Clorox Co. v. Sterling Winthrop, Inc., 117 F.3d 50, 43
U.S.P.Q.2d 1161, 1997 WL 349899 (2nd Cir. 1997). (Coexistence agreements are valid and favored under the law.); In re Loew's Theatres, Inc.,
197 U.S.P.Q. 183, 186, 1977 WL 22634 (T.T.A.B. 1977) (A consent to registration and each party?s agreement to remain clear of each other's
marketing and trade channels are ?weighty evidence? that there is no likelihood of confusion, mistake or deception of purchasers.) In light of the



filing of the Consent Agreement, Gatsby Salon asks the Examining Attorney to reverse the likelihood of confusion finding with regard to the
Mandom Registration. III. COMPARISON OF THE GATSBY REGISTRATION AND THE SALON APPLICATION SHOWS THERE IS NO
LIKELIHOOD OF CONFUSION. The Examiner also rejected the Salon Application under Section 2 (d) based upon a likelihood of confusion
between the Gatsby Registration and the Salon Application. As the Examiner correctly notes, the standard for determining likelihood of
confusion between two trademarks is detailed in Dupont, 476 F.2d at 1361. There is no mechanical test for determining likelihood of confusion,
and ?each case must be decided on its own facts.? Id. In Dupont, the court listed a series of 13 criteria for examining attorneys to consider when
determining whether two similar marks may coexist on the Register. Id. The Court does not consider these factors in isolation; rather, it examines
them ?in the context of the marks as a whole as they are encountered by consumers in the marketplace.? Beer Nuts, Inc. v. Clover Club Foods
Co., 805 F.2d 920, 925, 231 U.S.P.Q. 913 (10th Circ. 1986); Sally Beauty Company, Inc. v. Beautyco, Inc., 304 F.3d 964, 972, 64 U.S.P.Q.2d
1321, 2002 WL 2005902 (10th Cir. 2002); King of the Mountain Sports, Inc. v. Chrysler Corp., 185 F.3d 1084, 1090, 51 U.S.P.Q.2d 1349, 1999
WL 527486 (10th Cir. 1999). In the Office Action, the Examining Attorney concluded that the two most relevant DuPont factors related to the
current Salon Application are (a) the similarities of the Applied for Mark and the Registered Mark in their appearance, sound, connotation and
commercial impression and; (b) The goods and/or services are related in some manner; For the reasons set forth below, the evidence and case law
demonstrate that there is not a likelihood of confusion between the Salon Application and the Gatsby Registration and that the two can coexist on
the Principal Register. A. The Salon Application and the Gatsby Registration are distinguishable in appearance and commercial impression. The
first basis cited by the Examining Attorney for refusal to register the Salon Application in light of the Gatsby Registration is that the two marks
?Gatsby Salon? vs. ?Gatsby? are sufficiently similar in appearance to create a similar commercial impression. The Examining Attorney
concluded that the only difference between the Gatsby Salon mark and Gatsby Registration is the addition of the descriptive term ?SALON?. In
looking at a likelihood of confusion between marks, the examiner is required to consider the differences in: (1) sight, (2) sound, and (3) meaning
of each mark. Beer Nuts, 805 F.2d at 925; USA Network v. Gannett Co.., 584 F. Supp. 195, 199, 223 U.S.P.Q. 678 (D. Colo. 1984). Each mark
should be considered in its entirety as it is encountered in the marketplace. Beer Nuts, 805 F.2d at 925. It is correct that the Salon Application and
the Registered Mark are similar in that they both include the word ?Gatsby?. However, both the courts and the TTAB have concluded that even
though two trademarks have some visual similarities, there is not a likelihood of confusion between the marks. That is true even in cases where
there are very subtle distinctions between marks. For instance, in the case of The Nautilus Group, Inc. vs. Savvier, Inc., 427 F. Supp.2d 990, 79
U.S. P.Q.2d 1850, 2006 WL 1016218 (W.D. Wash. 2006), Nautilus owned the trademark Bowflex for exercise equipment. Id. at 992. Savvier
was the exclusive licensee of the mark Bodyflex. Id. Nautilus sued claiming there was a likelihood of confusion between the two marks. Id. at
994. The court noted that the greatest similarity between the two names was the spelling because both started with ?bo? and ended with ?flex.?
Id. at 996. Nevertheless, the court held there was not a likelihood of confusion even though there was only a two letter difference between the
Bowflex Mark and the Bodyflex Mark, and even though both were used in the context of exercise equipment. Id. at 999. In this case, the Gatsby
Registration and the Salon Application differ in that the ?Gatsby Salon? mark is a multi- word mark, as opposed to a single word mark. Multi
word marks should be viewed in their whole and not as mere components. See, California Cooler, Inc. vs. Loretto Winery, Ltd., 774 F.2d 1451,
1455, 227 U.S.P.Q. 808, (9th Cir. 1985). Likewise, based upon the analysis in the case of In re Conti, 220 U.S.P.Q. 745, 1983 WL 51893
(T.T.A.B. 1983) the marks are distinguishable. In Conti, the TTAB held that ?Shear Perfection? for a beauty salon would not be confused with
?Sheer Performance? for leg makeup even though the only difference between the two marks was one letter. Id. at *1. That one letter difference
changed the commercial impression of the marks because ?shear? suggested a hair salon, while sheer suggested light. Id. Finally, a review of the
prosecution history of the trademark registration for ?Globe Salon?, U.S. Registration No. 2813439 (?Globe Salon Proceeding?) is directly on
point and shows that the Gatsby Registration and the Salon Application are distinguishable in sight, sound and meaning. A copy of a portion of
the pleadings from the Globe Salon Proceeding are attached as Exhibit 4. In the Globe Salon proceeding, the applicant applied for a trademark for
?Globe Salon? in Class 42. Another company had previously received a registration in Class 3 for ?Globe? for men?s toiletries. The Examining
Attorney initially refused registration of the ?Globe Salon? application, finding a likelihood of confusion between the Cited Mark for ?Globe? in
the sale of cosmetic goods in Class 3 and the applied for mark ?Globe Salon? in Class 42. However, upon filing its response to the Office Action,
the applicant was able to overcome the initial finding of likelihood of confusion in light of the fact that when comparing the ?Globe? registration
and the ?Globe Salon? application there was a difference in sight, sound and meaning. The Applicant emphasized that Globe had a meaning of
strength, while the word Salon had a meaning of a place to go to be taken care of. Therefore, the Applicant argued that the addition of the use
Salon in addition to Globe was sufficient to overcome the concerns regarding the similarity of the marks. The exact same reasoning applies in
this case. The word ?Gatsby? suggests the male character from F. Scott Fitzgerald?s novel, The Great Gatsby. However, by adding the word
?Salon? to the word ?Gatsby?, the commercial impression completely changes since the emphasis is now on the location to go for relaxation
services. For these same reasons, Gatsby Salon asks the examiner to find that there are sufficient differences between the Gatsby Registration and
the Salon Application to avoid a likelihood of confusion. B. A Comparison Of The Descriptions of Services Between the Salon Application And
the Gatsby Registration In addition to its finding of a similarity between the Salon Application and the Gatsby Registration, the Examiner also
concluded that there is a likelihood of confusion because the goods and services because they are related in some manner and/or the conditions
surrounding their marketing are such that they would be encountered by the same purchasers under circumstances that would give rise to the
mistaken belief that the goods and/or services come from a common source. Specifically, the examiner noted that personal care services (such as
those identified by the Applicant) are frequently offered under the same mark, and in the same channels of trade as personal care products and
retail stores such as those specified in the cited registrations. However, the Gatsby Registration is in Class 35 for a website for: Retail services in
the nature of merchandise distribution centers accessible to registered customers featuring articles of clothing, shoes, handbags, fashion and
leather accessories, costume jewelry and cosmetics; retail store services featuring articles of clothing, shoes, handbags, fashion and leather
accessories, costume jewelry and cosmetics. Apparently, the examiner found the services to be related because of the reference to cosmetics in
the Gatsby Registration. However, a visit to the website for the Gatsby Registration shows that Gatsby is selling clothing, shoes and accessories
on its website. See, http://www.shopgatsby.com/. The only similarity between the services offered under the two competing marks is that
?Gatsby Salon? offers makeup application services, while the ?Gatsby? website mark includes the word ?cosmetics?. However, as can be seen at



the Gatsby website, although the registration includes cosmetics, there is no mention of cosmetics on the website. Ultimately, it is extremely
unlikely that a consumer would be confused between a Gatsby branded website based in Puerto Rico and a New Jersey hair salon. As noted in the
Globe Salon Proceeding by the Applicant, customers for hair salon services such as those offered by the Gatsby Salon are sophisticated
consumers as they take great care in the selection and care of beauty services. The decision of choosing a hair salon is very local and very
personal. In light of the importance of an individual?s salon choice, consumers are simply not going to be confused between the Gatsby Salon
and the Gatsby clothing website. For these reasons, Applicant respectfully requests that the Examining Attorney approve the Applied for Mark
for ?Gatsby Salon? publication in the Official Gazette.

EVIDENCE
Evidence in the nature of Exhibit 1: Website Screen Shot Exhibit 2: Website Screen Shot Exhibit 3: Consent Agreement Exhibit 4: Globe Salon
Prosecution Pleadings has been attached.
Original PDF file:
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CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 044 for hair salon services; hair cutting services; nail care services; pedicure services; body waxing services; makeup application
services; consultation services in the field of makeup application; eyebrow threading services
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Original Filing Basis:
Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or licensee is
using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark
was first used at least as early as 03/00/1977 and first used in commerce at least as early as 03/00/1977 , and is now in use in such commerce.

Proposed:
Tracked Text Description: hair salon services; hair cutting services; nail care services; pedicure services; body waxing services; makeup
application services; consultation services in the field of makeup application; eyebrow threading services; the foregoing specifically excluding
services provided from a location outside the State of New Jersey.

Class 044 for hair salon services; hair cutting services; nail care services; pedicure services; body waxing services; makeup application services;
consultation services in the field of makeup application; eyebrow threading services; the foregoing specifically excluding services provided from
a location outside the State of New Jersey.
Filing Basis: Section 1(a), Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or licensee is
using the mark in commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as amended. The mark
was first used at least as early as 03/00/1977 and first used in commerce at least as early as 03/00/1977 , and is now in use in such commerce.
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Signature: /Linda Emery/     Date: 10/06/2016
Signatory's Name: Linda C. Emery
Signatory's Position: Attorney of Record, Wisconsin bar member

Signatory's Phone Number: 414-287-1274

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.
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